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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

2. Claims 5 and 6 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

Claim 5 recites that "the control unit continues to feed the drive signal from 
the drive unit during changing the number of pixels read from the image-pickup 
unit." The specification as originally filed does not enable the claimed subject 
matter. In particular there is no teaching in the specification regarding changing 
the number of pixels to be read from the image-pickup unit, let alone what the 
drive unit does in such a situation. 

If the Applicant believes that the specification does, in fact, enable the 
claimed subject matter the Examiner respectfully requests that any response 
traversing the present rejection of claim 5 include specific citations from the 
application as originally filed that would enable the limitation in question. 

Claim 6 is rejected as it depends from claim 5. 
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3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 2, 5, 6, 9-11 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

5. Claim 2 recites the limitation "the subsequent-stage processing images" in 
line 4. There is insufficient antecedent basis for this limitation in the claim. 

The Examiner believes that the recitation is referring to the "images for 
use in one or part of a process of a subsequent stage." However, as there is no 
recitation in claim 1 of "subsequent-stage processing images" the claim is 
rendered indefinite and must be revised. 

Further, the language used in claim 2 is vague and confusing. The 
recitation that "the control unit stops feeding the drive signal from the drive unit at 
a time other than when the image-pickup unit is picking up [images for use in one 
or part of a process of a subsequent stage]." This recitation needs to be clarified, 
as it is not clear what the recitation is intended to claim. 

6. Claim 5 recites the limitation "during changing the number of pixels read 
from the image-pickup unit." The language used in the recitation of the claim, 
aside from any problems of enablement as noted above, is vague and indefinite. 
It is unclear from the claim, as written, when the number of pixels to be read is 
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changed and what changing the number of pixels to be read entails. 

Examination on the merits of claim 5 is precluded, as the Examiner cannot 
determine the subject matter that is being claimed. 

7. Claim 6, aside from depending from claim 5 and being rejected for that 
reason, recites the limitation "the control unit stops feeding the drive signal from 
the drive unit after the number of pixels read from the image-pickup unit is 
changed." This appears to directly contradict the recitation in claim 5 and 
therefore is indefinite as it is nonsensical to perform mutually exclusive 
operations. 

Examination on the merits of claim 6 is precluded, as the Examiner cannot 
determine the subject matter that is being claimed. 

8. Claim 9 recites the limitation "even after the image-pickup unit is shifted to 
a frame-readout mode" In line 3. However, there is no recitation in claim 1, from 
which claim 9 depends, of switching the image-pickup device into a frame- 
readout mode, what mode the image-pickup unit was previously in, or even that 
the image-pickup device is capable of being switched into a frame-readout mode. 

Therefore the claim is indefinite as it is unclear when the image-pickup 
unit is switched into a frame-readout mode and what mode the image-pickup 
device was in before it was switched into said frame-readout mode. 

Te specification appears to indicate that the image-pickup unit is in a 
"draft" mode before it is switched into a frame-readout mode and therefore 
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examination on the merits is not precluded. However, the claim must be either 
cancelled or amended to overcome the present rejection. 

Claims 10 and 11 are rejected as being indefinite, at least, for depending 
from indefinite claim 9. 



Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 1-4 and 9-11 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 5,212,555 (Stoltz). 

As to claim 1, Stoltz teaches an image-pickup apparatus comprising: a 
shape-variable mirror 11 (see Fig. 1) having a deformable reflection plane and an 
electrode 44 (see Fig. 2) for controlling the shape of the reflection plane; a drive 
unit 16 for feeding a signal for driving the reflection plane to the electrode 44 
(Column 4 lines 23-28); a taking-lens system (13 and 14) for defining a focal 
length in accordance with the deformation amount of the reflection plane of the 
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shape-variable mirror (Column 3 lines 45-51); an image-pickup unit 15 for picking 
up images focused via the taking-lens system (13 and 14) and the shape- 
variable mirror 1 1 ; and a control unit 16 for controlling the drive unit so as to 
continuously feed the drive signal in order to maintain the deformation state of 
the shape-variable mirror when the image-pickup unit is picking up images for 
use in one or part of a process of a subsequent stage 33 (Column 4 lines 23-28 
and Column 5 lines 9-13). 

As to claim 2, see the rejection of claim 1 and note that Stoltz further 
teaches an image-pickup apparatus according to claim 1, wherein the control unit 
16 stops feeding the drive signal from the drive unit 16 at a time other than when 
the image-pickup unit 15 is picking up the subsequent-stage processing images 
(Column 5 lines 24-47). 

Note that the rejection of claim 2 above was made in light of the rejection 
of claim 2 under 35 USC 112. 

As to claim 3, see the rejection of claim 1 and note that Stoltz further 
teaches an image-pickup apparatus according to claim 1, wherein the control unit 
16 continues to feed the drive signal from the drive unit 16 during exposure 
(Column 5 lines 24-47). 

As to claim 4, see the rejection of claim 3 and note that Stoltz further 
teaches an image-pickup apparatus according to claim 3, wherein the control unit 
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16 stops feeding the drive signal from the drive unit after the exposure (this is 
inherent, after exposure of a single still image the mirror would stop being 
deformed and would go to a neutral position, also see column 4 line 59 to 
Column 5 line 2). 

As to claim 9, see the rejection of claim 1 and note that Stoltz further 
teaches an image-pickup apparatus according to claim 1, wherein the control unit 
16 continues to feed the drive signal from the drive unit 16 even after the image- 
pickup unit 15 is shifted to a frame-readout mode (Column 4 lines 24-28, and 
note that the device can be used for "real-time image capture", i.e. moving image 
capture, and therefore would drive the mirror after the image has been read from 
the imager). 

Note that the rejection of claim 9 above was made in light of the rejection 
of claim 9 under 35 USC 112. 

As to claim 10, see the rejection of claim 9 and note that Stoltz further 
teaches an image-pickup apparatus according to claim 9, wherein the control unit 
continues to feed the drive signal from the drive unit while the image-pickup unit 
is continuously picking up images (Column 5 lines 24-47). 

Note that the rejection of claim 10 above was made in light of the rejection 
of claim 10 under 35 USC 112. 



As to claim 11, see the rejection of claim 9 and note that Stoltz further 
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teaches an image-pickup apparatus according to claim 9, wherein the control unit 
continues to feed the drive signal from the drive unit while the image-pickup unit 
is picking up motion images (Column 5 lines 24-47). 

Note that the rejection of claim 11 above was made in light of the rejection 
of claim 11 under 35 USC112. 

11. Claims 1, 7 and 8 are rejected under 35 U.S.C. 102(e)'as being 
anticipated by US 2004/0012710 (Yaji et al.) 

The applied reference has a common assignee with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 
102(e) might be overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1.131. 

As to claim 1, Yaji et al. teaches an image-pickup apparatus comprising: a 
shape-variable mirror 11 (see Fig. 1) having a deformable reflection plane and an 
electrode 22 for controlling the shape of the reflection plane; a drive unit 12 for 
feeding a signal for driving the reflection plane to the electrode; a taking-lens 
system 1 for defining a focal length in accordance with the deformation amount of 
the reflection plane of the shape-variable mirror 11 (see Fig. 4); an image-pickup 
unit 3 for picking up images focused via the taking-lens system 1 and the shape- 
variable mirror 1 1 ; and a control unit 13 for controlling the drive unit 12 so as to 
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continuously feed the drive signal in order to maintain the deformation state of 
the shape-variable mirror when the image-pickup unit is picking up images for 
use in one or part of a process of a subsequent stage ([0092]). 

As to claim 7, see the rejection of claim 1 and note that Yaji et al. further 
teaches an image-pickup apparatus according to claim 1, further comprising a 
mechanical shutter, wherein when the mechanical shutter is opened, the control 
unit continues to feed the drive signal from the drive unit when the image-pickup 
unit is picking up images of at least one or part of the process of the subsequent 
stage ([0112]). 

As to claim 8, see the rejection of claim 7 and note that Yaji et al. further 
teaches an image-pickup apparatus according to claim 7, wherein the control unit 
stops feeding the drive signal from the driving unit after the mechanical shutter is 
closed ([0092]). 

12. Claims 12, 13, 16, 19, 22 and 23 are rejected under 35 U.S.C. 102(b) as 
being anticipated by US 6,464,363 (Nishioka et al.). 

As to claim 12, Nishioka et al. teaches an image-pickup apparatus 
comprising: an optical system comprising an active optical element 209 (see Fig. 
22) having a functional region that converts optical characteristics of incident light 
in accordance with an applied drive signal so as to emit it; an image-pickup 
element 208 that photo-electrically converts object images focused via the optical 



Application/Control Number: 10/705,239 Page 10 

Art Unit: 2622 

system; a signal processing unit (not shown but necessarily present) for 
processing an image-pickup signal of the object images produced from the 
image-pickup element in a predetermined manner; an active optical-element 
drive unit 214 for producing a drive signal to be applied to the active optical 
element 209; and a control unit (not shown but necessarily present) for 
controlling the active optical-element drive unit 214, wherein prior to picking up 
images, the control unit controls the active optical-element drive unit so as to 
apply a predetermined drive signal to the active optical element so that a focal 
position of the optical system is accordingly adjusted (Column 40 lines 59-65). 

As to claim 13, see the rejection of claim 12 and note that Nishioka et al. 
further teaches an image-pickup apparatus according to claim 12, wherein the 
active optical element 209 is a shape-variable mirror with optical characteristics 
changeable by varying the shape of a reflection plane (Column 39 lines 27-28). 

As to claim 16, see the rejection of claim 12 and note that Nishioka et al. 
further teaches an image-pickup apparatus according to claim 12, wherein the 
active optical-element drive unit 214 produces a drive signal corresponding to 
any focusing position within a focusing range from a minimum imaging distance 
to infinity as a predetermined drive signal in that a focal position of the optical 
system is accordingly adjusted (Column 40 lines 59-65). 



As to claim 19, see the rejection of claim 12 and note that Nishioka et al. 
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further teaches an image-pickup apparatus according to claim 12, wherein the 
optical system comprises a variable-focal point optical system (Column 39 lines 
27-28), and wherein the active optical-element drive unit 214 produces a drive 
signal corresponding to any focusing position in entire focal lengths adaptable to 
the variable-focal point optical system within a focusing range from a minimum 
photographing distance to infinity as a predetermined drive signal in that a focal 
position of the optical system is accordingly adjusted (Column 40 lines 59-65). 

As to claim 22, see the rejection of claim 12 and note that Nishioka et al. 
further teaches an image-pickup apparatus according to claim 12, further 
comprising a temperature-detection 215 unit, wherein the active optical-element 
drive unit 214 corrects a drive signal in accordance with a detected signal from 
the temperature-detection unit 215 (Column 40 lines 44-55). 

As to claim 23, see the rejection of claim 12 and note that Nishioka et al. 
further teaches image-pickup apparatus according to claim 12, further comprising 
a humidity-detection unit 216, wherein the active optical-element drive unit 214 
corrects a drive signal in accordance with a detected signal from the humidity- 
detection unit 216 (Column 409 lines 44-55). 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

14. Claims 14, 15, 17, 18, 20 and 21 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over US 6,464,363 (Nishioka et al.) in view of the Examiner's 
Official Notice. 

As to claim 14, see the rejection of claim 12 and note that although 
Nishioka et al. does not specifically disclose auto-exposure control the Examiner 
takes Official Notice that it was old and well known at the time the invention was 
made to have used auto-exposure control in an image-pickup apparatus. 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have used auto-exposure control in the 
apparatus of Nishioka et al. as it allows images with proper exposure to be 
obtained. Further, if auto-exposure were used in the apparatus of Nishioka et al. 
it would certainly drive the mirror after auto-exposure is performed to obtain said 
image with proper exposure. 

As to claim 15, see rejection of claim 12 and note that although Nishioka 
et al. does not specifically disclose auto white balance control the Examiner 
takes Official Notice that it was old and well known at the time the invention was 
made to have used auto white balance control in an image-pickup apparatus. 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have used auto white balance control in the 
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apparatus of Nishioka et al. as it allows images with proper white balance to be 
obtained. Further, if auto white balance were used in the apparatus of Nishioka et 
al. it would certainly drive the mirror after auto white balance is performed to 
obtain said image with proper white balance. 

As to claim 17, see the rejection of claim 14 and note that Nishioka et al. 
further teaches an image-pickup apparatus according to claim 14, wherein the 
active optical-element drive unit 214 produces a drive signal corresponding to 
any focusing position within a focusing range from a minimum imaging distance 
to infinity as a predetermined drive signal in that a focal position of the optical 
system is accordingly adjusted (Column 40 lines 59-65). 

As to claim 18, see the rejection of claim 16 and note that although 
Nishioka et al. does not disclose where the hill-climbing operation described in 
Column 40 lines 59-65 is started the Examiner takes Official Notice that it was 
old and well known at the time the invention was made to have started a hill- 
climbing operation for focusing such as this at an intermediate position as this is 
most likely to produce a shorter focus adjusting time than starting at either 
extremum. 

As to claim 20, see the rejection of claim 14 and note that Nishioka et al. 
further teaches an image-pickup apparatus according to claim 14, wherein the 
optical system comprises a variable-focal point optical system (Column 39 lines 
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27-28), and wherein the active optical-element drive unit 214 produces a drive 
signal corresponding to any focusing position in entire focal lengths adaptable to 
the variable-focal point optical system within a focusing range from a minimum 
photographing distance to infinity as a predetermined drive signal in that a focal 
position of the optical system is accordingly adjusted (Column 40 lines 59-65). 

As to claim 21, see the rejection of claim 19 and note that although 
Nishioka et al. does not disclose where the hill-climbing operation described in 
Column 40 lines 59-65 is started the Examiner takes Official Notice that it was 
old and well known at the time the invention was made to have started a hill- 
climbing operation for focusing such as this at an intermediate position as this is 
most likely to produce a shorter focus adjusting time than starting at either 
extremum. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 2002/0118464 (Nishioka et al.). US 2002/0136150 
(Mihara et al.). US 6,437,925 (Nishioka et al.). US 2006/0142877 (Solomon). US 
2003/0107789 (Hishioka). US 2004/0012683 (Yamasaki et al.). US 
2005/0212946 (Mikami). 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Dillon Durnford-Geszvain whose telephone 
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number is (571) 272-2829. The examiner can normally be reached on Monday 
through Friday 8 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Ngoc-Yen Vu can be reached on (571) 272-7320. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from • 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Dillon Durnford-Geszvain 4/28/2007 



